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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 37 and 38 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). 

4. In the instant application, claim 37 recites the broad recitation of "particle size 
between 2 mm and .15 mm" and the claim also recites "preferably between .6 mm and 
.212 mm" which is the narrower statement of the range/limitation. Claim 38 recites the 
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broad recitation of "10 mg and 150 mg of activated carbon" and the claim also recites 
"preferably between 30 mg and 60 mg" which is the narrower statement of the 
range/limitation. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1 , 27-30, 32, 37-41 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Keith II et al. (US 3,460,543). 

7. Regarding claims 1 , 27-30, 32, 37, and 38, Keith II et al. disclose a filter 
containing 100-120 mg of an activated carbon absorbent with a particle size of around 
50 mesh (0.297 mm; col. 6, 55-62) that is impregnated with 1-13% copper and 1-13% 
molybdenum (col. 2, 40-55; col. 4, 1-50) 

8. Regarding claim 39, col. 4, lines 1-10 indicate that in addition to the copper and 
molybdenum, other metals can also be used. 

9. Regarding claim 40, Keith II et al. disclose that the adsorbent can also remove 
hydrogen sulfide (col. 3, 67-73). 

1 0. Regarding claim 41 , Keith II et al. disclose that the filter is added to a cigarette 
with a wrapper and tobacco rod (see example 3). 
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Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

2. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

12. Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over Keith II 
et al. (US 3,460,543) as applied to claim 1 above. 



Application/Control Number: 10/576,659 Page 5 

Art Unit: 1791 

13. Keith II et al. do not disclose the claimed copper to molybdenum ratio but do 
disclose amount of copper from 1-13 % and amounts of molybdenum from 1-13 % (col. 
4, 1-11). 

14. It would have been obvious to one of ordinary skill in the art at the time of 
invention to vary the amounts of the copper and molybdenum within the ranges 
disclosed by Keith II et al. in order to optimize the performance of the filter because it 
has been held that discovering an optimum value of a result effective variable involves 
only routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA). 

1 5. Claims 33-36 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Keith II et al. (US 3,460,543) as applied to claim 1 above and further in view of Crooks 
et al. (US 20050066980) or Frund (US 5,714,126). 

16. Keith II et al. do not disclose carbon tetrachloride activity in the ranges instantly 
claimed. However, Crooks et al. disclose a cigarette filter that includes activated carbon 
that is impregnated with metals and the activated carbon has a carbon tetrachloride 
activity of 60-150 (claim 16). In addition, Frund discloses using activated carbon with a 
carbon tetrachloride activity of at least 95 (col. 2, line 6). 

1 7. It would have been obvious to one of ordinary skill in the art at the time of 
invention to use activated carbon with higher carbon tetrachloride activity (as taught by 
Crooks et al. or Frund) with the filter disclosed by Keith II et al. because the references 
are analogous art and teach using impregnated activated carbon in gas filters to remove 
harmful substance. In addition, one of ordinary skill would understand that activated 
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carbon with a higher carbon tetrachloride activity would be able to absorb more 
unwanted compounds from smoke than activated carbon with a lower carbon 
tetrachloride activity. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL J. FELTON whose telephone number is 
(571)272-4805. The examiner can normally be reached on Monday to Friday, 7:30 AM 
to 4:30 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Phillip C. Tucker can be reached on 571-272-1095. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/M.J. F./ 

Examiner, Art Unit 1791 
/Philip C Tucker/ 

Supervisory Patent Examiner, Art Unit 1791 



